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Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 1, 6, 10, 12-17, and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Eder (US 3,092,306) 

Eder teaches a protective coating for a compressor (col. 1 , In. 1-4) wherein the 
coating is formed by roughening the compressor surface to increase the adhesion of an 
aluminum coating which is formed by spraying (col. 2, In. 61-72). The porous aluminum 
coating is subsequently coated with an organic layer (col. 2, In. 45-55). 

Regarding claims 2-5 and the method limitations contained therein, the claims 
are drawn to a product, not the method of making. Absent a teaching of the criticality of 
the specific spraying methods which are claimed, they do not provide a patentable 
distinction over the prior art. 

Regarding claim 10, since Eder does not teach that the aluminum material is an 
alloy, it should meet the claim limitation of being at least 99% aluminum. 
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Regarding claims 12-14, the claimed properties would have been inherent since 
Eder teaches the same method of forming the metal layer by spraying as well as 
roughening the compressor surface to increase the adhesion of the metal layer. 

Regarding claim 21 , Eder is silent to the organic layer being capable of 
withstanding exposure to greater than 300°F without degrading. However, Eder does 
teach that the materials used for the organic layer are epoxy or silicone resins (col. 3, In. 
24-28). Such resins would inherently be capable of withstanding exposure to the 
claimed temperature. 

3. Claims 1-2, 6-9 and 12-14, 16-18 and 21 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Yamada et al. (US 6,337,141) 

Yamada teaches a compressor having a flame sprayed aluminum coating (col. 2, 
In. 15-21). The aluminum coating also has an overlay coating which may contain a 
mixture of an inorganic solid carrier lubricant and an organic resin compound (col. 5, In. 
56-63). 

Regarding claims 7-9, Yamada teaches that the sprayed aluminum alloy may 
contain magnesium, but that it should be in an amount less than 3% (col. 3, In. 57-61). 

Regarding claim 12, Yamada teaches the surface of the compressor is 
roughened prior to spray coating which provides the coating with an adhesive strength 
of 30 to 60 MPa which meets the claim limitations (col. 5, In. 36-50). 
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Regarding claims 13-14, the claimed properties would have been inherent since 
Yamada teaches the same method of forming the metal layer by spraying as well as 
roughening the compressor surface to increase the adhesion of the metal layer. 

Regarding claims 17-18, Yamada teaches that the resin may contain inorganic 
particles such as solid lubricants (col. 5, In. 56-58). 

Regarding claim 21, Yamada teaches that the coating is typically applied by 
spraying the coating materials at temperatures of 700°C or higher (col. 2, In. 18-33). 
Since the materials do not appear to have any adverse affects at these temperatures, it 
would be reasonable to expect that the coating of Yamada would be able to withstand 
temperatures of greater than 300°F without degradation. 

4. Claims 1, 11-14, 16-18 and 21 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Kanayama (US 6,123,009). 

Kanayama teaches a compressor which has a protective coating layer (col. 2, In. 
6-10) which is formed by flame-spraying copper onto the compressor having a thickness 
between 1-1000 jam which completely encompasses the thickness range claimed by 
Applicant (col. 3, In. 43-55). The copper layer is then coated with an organic layer 
which may have a solid inorganic carrier lubricant particle contained therein (col. 3, In. 
63-67). Kanayama also teaches that the compressor substrate may be roughened to 
improve the adhesion of the metal coating layer (col. 3, In. 3-8) and that the adhesion 
may be further improved by inserting an intermediate layer between the compressor 
and the metal coating layer (col. 3, In. 56-62). 
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Regarding claims 12-14, the claimed properties would have been inherent since 
Kanayama teaches the same method of forming the metal layer by spraying which 
would form a porous layer containing flat drops as well as teaching roughening the 
compressor surface to increase the adhesion of the metal layer. 

Regarding claim 21, Kanayama teaches that the lubricant coating is baked at a 
temperature of 170°C and preferably 190°C or higher (col. 5, In. 66 - col. 6, In. 3). 
Therefore, the organic surface layer would be able to temperatures of greater than 
300T without degradation. 

5. Claims 1,6, 12-14, 16-19 and 21-22 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Sugiura et al. (US 6,378,415). 

Sugiura teaches a compressor provided with a protective coating (col. 1, In. 7- 
12). The coating is formed from by spraying aluminum alloy particles which are 
admixed with an organic material such as polyimide resin containing aluminum particles 
onto the compressor surface forming a film having a thickness of 50 |um (col. 6, In. 5- 
17). 

Regarding claims 12-14, the claimed properties would have been inherent since 
Kanayama teaches the same method of forming the metal layer by spraying which 
would form a porous layer containing flat drops as well as teaching roughening the 
compressor surface to increase the adhesion of the metal layer. 



Application/Control Number: 10/800,469 Page 6 

Art Unit: 1775 

Regarding claim 21, since Sugiura teaches a surface layer is made of the same 
materials as that claimed by Applicant, it is expected to be able to withstand the same 
high temperatures as the claimed invention. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-5, 11-14, 16-18 and 21-22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Yamamoto et al. (US 5,223,052). 

Yamamoto teaches a method of treating surfaces of compressors parts (col. 1 , 
In. 7-13). The compressor surface is treated by forming a porous nickel plating layer 
and coated with an organic based layer which contains inorganic particles such a BN 
and MoS 2 (col. 4, In. 48-54). 

Yamamoto does not teach that the metal layer is formed on the compressor by 
spraying; however, it is known in the art that thermally spraying processes will form in 
porous coatings. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used any known coating process which could form the 
porous nickel coating on the compressor. 

Regarding claims 2-5 and the method limitations contained therein, the claims 
are drawn to a product, not the method of making. Absent a teaching of the criticality of 
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the specific spraying methods which are claimed, they do not provide a patentable 
distinction over the prior art. When there is a substantially similar product, as in the 
applied prior art, the burden of proof is shifted to the applicant to establish that their 
product is patentably distinct not the examiner to show that same process of making, 
see In re Brown, 173 U.S.P.Q. 685, and In re Fessmann, 180 U.S.P.Q. 324. 

Regarding claims 1 1 and 22, Yamamoto is silent to the thicknesses of the 
individual coating layers. However, it is the position of the Examiner that, absent a 
showing of the criticality of the claimed layer thicknesses, such thicknesses would 
merely be a design choice and are not seen to provide a patentable distinction over the 
art of record. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to have used any thickness of each material layer so long as it provided 
sufficient protection to the compressor substrate. 

Regarding claim 12, although Yamamoto is silent to the specific adhesion level 
but it does teach that higher adhesion levels may be obtained by heat treating the 
composite (col. 4, In. 36-45). It is the position of the Examiner that the adhesion level of 
the metal coating of Yamamoto would have just as high of an adhesion level as 
compressor of Applicant since they have the same structure and since Yamamoto 
specifically teaches that high adhesion levels are desired. 

Regarding claim 13, the nickel coating formed by an alternate process such as 
the thermal spraying process stated above would inherently contain flattened droplets of 
metal. 
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Regarding claim 21, since Yamamoto teaches a surface layer is made of the 
same materials as that claimed by Applicant, it is expected to be able to withstand the 
same high temperatures as the claimed invention. 

8. Claims 2-5, 10-11, 22-28, 32-34, 37-38 and 42-43 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Eder (US 3,092,306). 

Regarding claims 2-5 and the method limitations contained therein, the claims 
are drawn to a product, not the method of making. Absent a teaching of the criticality of 
the specific spraying methods which are claimed, they do not provide a patentable 
distinction over the prior art. Furthermore, it would have been obvious to one of 
ordinary skill to have used any known spraying process as a means to form the sprayed 
coating on the compressor of Eder. 

Regarding claims 10 and 32, although Eder is silent to the aluminum being 99% 
pure, it does not teach that the aluminum is alloyed with any other material. Therefore, 
it would have been obvious to one of ordinary skill in the art to have selected an 
essentially pure aluminum as the coating material for the compressor of Eder since no 
other material is suggested. 

Regarding claims 1 1 , 33, 22 and 43, Eder teaches what is set forth above 
however it does not teach that the thicknesses of the individual layers are within the 
range claimed by Applicant. However, it is the position of the Examiner that, absent a 
showing of the criticality of the claimed layer thicknesses, such thicknesses would 
merely be a design choice and are not seen to provide a patentable distinction over the 
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art of record. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to have used any thickness of each material layer so long as it provided 
sufficient protection to the compressor substrate. 

Regarding claims 23-28, 32-34, 37-38 and 42-43, although Eder is silent to the 
surface layer being a silicon resin acrylic sealant, it does teach that well known silicone 
resins may be used (col. 3, In. 20-37). It would have been obvious to one of ordinary 
skill in the art to have used any known silicon resin, including the claimed resin. Absent 
a teaching of the criticality of the specific type of resin claimed, it does not provide a 
patentable distinction over the prior art. 

9. Claims 29-31 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eder (US 3,092,306) as applied to claims 2-5, 10-1 1, 22-28, 32-34, 37-38 and 42- 
43 above and in further view of Yamada et al. (US 6,337,141 ). 

Eder teaches what is set forth above however it is silent to the prayed layer 
containing magnesium and the surface layer containing inorganic particulates. 

Regarding claims 29-31 , Yamada teaches a compressor having a flame sprayed 
aluminum coating which may contain magnesium in an amount less than 3% in order to 
enhance the wear resistance of the coating (col. 3, In. 57-61). It would have been 
obvious to one of ordinary skill in the art to have used aluminum alloys, such as alloys 
containing magnesium, as the sprayed layer for the compressor of Eder in order to 
produce a coating having enhance wear resistance. 
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Regarding claim 39, Yamada further teaches that an organic surface layer may 
be added to the sprayed coating wherein the surface layer has inorganic particles such 
as solid lubricants which assist in providing the coating with enhanced seizure- 
resistance (col. 5, In. 56-63). It would have been obvious to one of ordinary skill in the 
art to have included inorganic particles in the surface layer of Eder in order to produce a 
surface layer hinging enhanced seizure-resistance. 

10. Claims 36 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eder (US 3,092,306) as applied to claims 2-5, 10-11, 22-28, 32-34, 37-38 and 42- 
43 above and in further view of Sugiura (US 6,378,415). 

Eder teaches what is set forth above however it is silent to the surface layer 
containing metal particles such as aluminum. Sugiura teaches a spray coated 
compressor having a surface layer containing metal particles which provide the coating 
with enhanced durability (col. 2, In. 23-42). Sugiura further teaches that the metal 
particles may comprise aluminum (col. 3, In. 49-57). It would have been obvious to one 
of ordinary skill in the art to have added metal particles such as aluminum to the surface 
layer of Eder in order to form a coating having enhanced durability. 

1 1 . Claims 3-5, 1 1 , 1 9 and 22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yamada et al. (US 6,337,141). 

Regarding claims 3-5 and the method limitations contained therein, the claims 
are drawn to a product, not the method of making. Absent a teaching of the criticality of 
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the specific spraying methods which are claimed, they do not provide a patentable 
distinction over the prior art. Furthermore, it would have been obvious to one of 
ordinary skill to have used any known spraying process as a means to form the sprayed 
coating on the compressor of Yamada. 

Regarding claims 1 1 and 22, Yamada is silent to the thicknesses of the individual 
coating layers. However, it is the position of the Examiner that, absent a showing of the 
criticality of the claimed layer thicknesses, such a thickness would merely be a design 
choice and is not seen to provide a patentable distinction over the art of record. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to have 
used any thickness of each material layer so long as it provided sufficient protection to 
the compressor substrate. 

Regarding claim 19, Yamada is silent to the inorganic particulate being 
aluminum. However, it does teach that the organic layer may contain soft metal 
materials such as Sn and Pb-Sn (col. 5, In. 56-58). Absent a teaching of the criticality of 
the specific claimed material, it does not provide a patentable distinction over the prior 
art. Furthermore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used any soft metal in the organic coating of Yamada since 
the two materials cited are merely stated as preferred embodiments. The disclosure 
that soft metals may be included is not limited to solely the preferred embodiments. 

12. Claims 2-5 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kanayama (US 6,123,009). 
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Regarding claims 2-5 and the method limitations contained therein, the claims are 
drawn to a product, not the method of making. Absent a teaching of the criticality of the 
specific spraying methods which are claimed, they do not provide a patentable 
distinction over the prior art. Furthermore, it would have been obvious to one of 
ordinary skill to have used any known spraying process as a means to form the sprayed 
coating on the compressor of Kanayama. 

Regarding claims 22, Kanayama is silent to the thickness of the surface layer. 
However, it is the position of the Examiner that, absent a showing of the criticality of the 
claimed layer thickness, such a thickness would merely be a design choice and is not 
seen to provide a patentable distinction over the art of record. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have used any 
thickness of the surface layer so long as it provided sufficient protection to the 
compressor substrate. 

13. Claims 2-5 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sugiura et al. (US 6,378,415). 

Regarding claims 2-5 and the method limitations contained therein, the claims are 
drawn to a product, not the method of making. Absent a teaching of the criticality of the 
specific spraying methods which are claimed, they do not provide a patentable 
distinction over the prior art. Furthermore, it would have been obvious to one of 
ordinary skill to have used any known spraying process as a means to form the sprayed 
coating on the compressor of Sugiura. 
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Regarding claim 1 1 , Sugiura is silent to the thickness of the sprayed layer. 
However, it is the position of the Examiner that, absent a showing of the criticality of the 
claimed layer thickness, such a thickness would merely be a design choice and is not 
seen to provide a patentable distinction over the art of record. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have used any 
thickness of the sprayed so long as it provided sufficient protection to the compressor 
substrate. 

Allowable Subject Matter 

14. Claims 20, 35 and 41 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

1 5. Claims 44-46 are allowed 

Reasons for Indicating Allowable Subject Matter 

16. The prior art teaches compressors having protective coatings wherein a metallic 
layer is sprayed onto the compressor and a surface layer is applied thereon. However, 
the prior art is silent to forming a compressor having a protective coating wherein the 
organic surface layer comprises an ultraviolet stabilizer. 

The prior art further teaches that a variety of surface layer compositions may be 
employed however they do not teach or suggest the specific compositions which are 
claimed in claims 35 and 44-46. 
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17. Any inquiry to this communication or earlier communications from the Examiner 
should be directed to Jason Savage, whose telephone number is (571)272-1542. The 
Examiner can normally be reached Monday to Friday from 6:30 AM to 4:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Deborah Jones, can be reached on (571)272-1535. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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